THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of clains 1-4 in this broadening reissue application
based on appellants’ U S. Patent 5,430,937, issued July 11,

1995. No other clains are currently pending.
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By way of background, this reissue application is related
to appel l ants’ copendi ng rei ssue application SN 08/890, 263.
An appeal fromthe examner’s final rejection in the rel ated
*263 reissue application is decided concurrently herewth.
Appel l ants’ invention pertains to an apparatus for
fabricating a helicopter main rotor blade. Appealed claim1l
is representative of the appeal ed subject matter and reads as
follows:?
1. A sheat h spreading/insertion apparatus for
spreadi ng a | eadi ng-edge sheath and for inserting
t he spread-apart | eadi ng-edge sheath in conbination
with a bl ade subassenbly, conprising:
a [ novabl e] stanchi on;
a[n upper] first elongate carriage nenber
mounted in novabl e conbination with said [ novabl e]
st anchi on;
a plurality of suction cups nmounted in
conbination with said [upper] first elongate
carriage nenber;
a [lower] second el ongate carriage nenber
mounted in novabl e conbination with said [ novabl e]

st anchi on;

a plurality of suction cups nmounted in

'Reissue claim1 is presented in the formprescribed by 37 CFR § 1.173,
namely, with matter to be omtted by reissue enclosed in square brackets and
with additions nade by reissue underlined.
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conbination with said [l ower] second el ongate
carriage nenber;

means for inparting synchroni zed novenent to
said [upper] first and [l ower] second el ongate
carri age
menbers between a di sengaged position wherein the
| eadi ng- edge sheath [nmenber] nay be inserted between said
pluralities of suction cups nounted in conbination with
said [upper] first and [l ower] second el ongate carriage
menbers w thout contact therewith, an engaged position
wherein said pluralities of suction cups abuttingly
engage respective OW surfaces of the |eading-edge
sheath, and an operating position wherein the |eading-
edge sheath is spread apart for insertion [onto] in
conbination with the bl ade subassenbl y;

means for generating suction forces in said
pluralities of suction cups in the engaged position
to cause said suction cups to hold the respective
OM. surfaces of the |eading-edge sheath such that
subsequent synchroni zed novenent of said [upper]
first and [l ower] second el ongate carri age nenbers
to the operating position causes the | eadi ng-edge
sheath to be spread apart; and

means for [noving said novabl e stanchi on]
inparting relative novenent between the spread-apart
| eadi ng- edge sheath and the bl ade subassenbly to
insert the spread-apart |eadi ng-edge sheath [onto]
in conbination with the bl ade subassenbly.

No references are relied upon in the final rejection of
clainms 1-4.
Rei ssue clains 1-4 stands rejected under 35 U . S.C. § 112,
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first paragraph, as being based upon a patent disclosure that
fails to provide descriptive support for the invention as now
cl ai ned. 23
The examner’s rationale for the rejection is found on
pages 2-3 of the final rejection and reads as follows:*

The change to first and second in place of upper and
lower . . . [is] considered new matter . . . . [T]he
terns first and second are nmuch broader than the
terms upper and lower. First and second can nean
forward and rearward or left and right for exanple,
which are clearly different than upper and | ower and
therefore not disclosed in the specification as
originally filed. . . . No where [sic] in the
original specification were the parts ever discl osed
as bei ng anything other than upper and | ower.

The examner is correct that the claimlanguage "first"

2 n the final rejection, the exam ner also objected to the
speci fication and drawi ng as contai ning new nmatter; however, this objection
has not been expressly carried forward in the exam ner’'s answer. Had the
exam ner mai ntai ned the objection, we would have been obligated to consider
the nmerits thereof. See MP.E.P. § 2163.06 (11) REVIEW OF NEW MATTER
OBJECTI ONS ANDY OR REJECTI ONS.

3 Based on the designation of elenents 66U and 66L as upper and | ower
suction cups, and the depiction of the apparatus in Figure 3 as being
supported on a ground surface, it is apparent that Figure 3 is a partial
el evation of the apparatus. Accordingly, the description of Figure 3 in the
BRI EF DESCRI PTI ON OF THE DRAW NGS section of the specification should be
anended to reflect that Figure 3 is a partial elevation view of Figure 2
rather than a partial plan view thereof.

* Upon consideration of appellants’ argunents in the main brief, the
standing 35 U.S.C. § 112, first paragraph, rejection is no |onger based on
changing “onto” in patent clainms 1-3 to “in conbination with” in reissue
claims 1-3. See page 3 of the exam ner’s answer.

4



Appeal No. 1999-0944
Appl i cati on No. 08/890, 252

and "second" does not expressly appear in the original patent
in describing the carriage nenbers 60U, 60L. However, the

cl ai mred subject nmatter need not be described in haec verba in
the specification in order for the specification to satisfy
the “witten description” requirenment of § 112, first
paragraph, In re Smth, 481 F.2d 910, 914, 178 USPQ 620, 624
(CCPA 1973), and all new | anguage added by anmendnent is not
ispo facto new matter. In re Wight, 343 F.2d 761, 767, 145
USPQ 182, 188 (CCPA 1965).

Where, as here, the specification contains a witten
description of the clained invention, but not in ipsis verbis,
the exam ner, in nmaking a rejection under the “witten
description” requirement of 8§ 112, first paragraph, nust neet
the requi site burden of proof by providing reasons why one of
ordinary skill in the art would not consider the description
sufficient. Once the exam ner has carried the burden of
maki ng out a prima facie case of unpatentability the burden of
comng forward with evidence or argunent shifts to the
applicant to show that the invention as clainmed is adequately

described to one skilled in the art. In re Alton, 76 F.3d
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1168, 1175, 37 USPQ2d 1578, 1583-84 (Fed. Cir. 1996). |If a
person of ordinary skill in the art would have understood the
inventor to have been in possession of the clained invention
at the time of filing, even

if every nuance of the clains is not explicitly described in

t he

specification, then the adequate witten description
requirenent is met. 1d., 76 F.3d at 1175, 37 USPQ2d at 1584.

In this case we do not consider the reasons given by the
exam ner sufficient to nmake out a prina facie case of
nonconpliance with the “witten description” requirenent. In
this regard, while it is true that the ternms “first” and
“second” in reissue clainms 1, 3 and 4 are broader than the
terms “upper” and “lower” used in patent clains 1, 3 and 4,
this circunstance alone is not sufficient to warrant a

conclusion that the reissue clains |ack descriptive support.
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See In re Rasnussen, 650 F.2d 1212, 1214, 211 USPQ 323, 326
(CCPA 1981) (an applicant is not limted to claimng only the
speci fic enbodi ment described in the specification, but may
instead claimhis invention as broad as the prior art and his
di sclosure wll allow). |In the present instance, there is
nothing in the patent disclosure when read in its entirety
that would | ead one of ordinary skill in the art to concl ude
that the inventive apparatus necessarily depends on
positioning the carriage nenbers such that they are oriented
in upper and |l ower positions. |In fact, certain passages in
t he patent specification that describe the invention in nore

gener al

ternms suggest just the opposite, i.e., that orienting the
carriage nenbers 60U, 60L in upper and | ower positions is not

a necessary requirenment.® Accordingly, we are in agreenent

®See, for exanple, page 10, line 25, through page 11, line 5, of the
speci fication, which reads as follows (with italics added for enphasis):

Pluralities of suction cups 66U, 66L are disposed in aligned
conbination, i.e. rows, with the respective carriage nenbers 60U,

(continued...)



Appeal No. 1999-0944
Appl i cati on No. 08/890, 252

wi th appellants that one of ordinary skill in the art would
appreciate that the inventive apparatus disclosed in the
patent utilizes first and second carriage nenbers.

In light of the foregoing, we will not sustain the
standing rejection of reissue clains 1-4 under 35 U S.C. 8§
112, first paragraph.

Remand to the Exam ner

Pursuant to 37 CFR 8 1.196(e), this application is
remanded to the exam ner to consider the follow ng issues:

(1) Do reissue clains 1-4, which are directed to an

apparatus for inserting the spread-apart | eading-

edge sheath in conbination with a bl ade subassenbly,
particularly point out and distinctly claimthe

subj ect matter which appellants regard as their

invention, as required by the second paragraph of 35
US C § 1127°

>(...continued)

60L al ong the spanwi se length thereof . . . . The suction cups
66U, 66L are operative to engage and hold the respective OM
surfaces of the | eading edge sheath 120 with the vacuum source 68
actuated. Subsequent synchroni zed novenent of the respective
carriage nenmbers 60U, 60L away from one another to the operating
position causes spreading of the sheath 120 to facilitate
insertion thereof in conbination with the blade subassenbly 132.

® It is fundanental that the description requirenent found in the first
paragraph of 35 U.S.C. 8 112 and the definiteness requirenment found in the
second paragraph of 35 U.S.C. § 112 are separate and distinct. Accordingly,
just because clai mlanguage nay have been properly “described” in the
di sclosure as originally filed, it does not necessarily follow that that claim

(continued...)
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The purpose of the requirenent stated in the second
paragraph of 35 U.S.C. § 112 is to provide those who woul d
endeavor, in future enterprise, to approach the area
circunscribed by the clains of a patent, with the adequate
noti ce demanded by due process of |law, so that they nay nore
readily and accurately determ ne the boundaries of protection
i nvol ved and eval uate the possibility of infringenent and
dom nance. In re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,
208 (CCPA 1970).

In the present case, appellants seek to change by reissue
the wordi ng of apparatus clains 1-4 at several places from an
apparatus for inserting the | eadi ng-edge sheath onto the bl ade
subassenbly to an apparatus for inserting the | eadi ng-edge
sheath in conbination with the bl ade subassenbly.’” Because
t he commonly

accepted dictionary definitions of the words “inserting” and

§(...continued)
| anguage al so passes mnuster under the second paragraph of 35 U S.C. § 112.

" The specific claimlanguage is located at claim1, lines 19-20; claim
1, lines 26-28; claim2, lines 2-3; and claim3, lines 16-17.
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“onto” as appears in original patent clainms 1-3 and throughout
the specification are alnost nutually exclusive® it appears
that appellants are using the word “inserting” in a way that
does not conport with its plain neaning. Precisely what that
meani ng may be, however, is not apparent fromthe disclosure.
Mor eover, changing the wording of clainms 1-3 frominserting

t he | eadi ng- edge sheath onto the bl ade subassenbly to
inserting the | eadi ng-edge sheath in conbination with the

bl ade subassenbly only serves to further obscure what
appellants may intend the words “insertion” (claiml1, |ine 19;
claim3, line 16), “insert” (claim1, line 27), and “inserted”’
(claim2, line 2) to nean. Accordingly, the exam ner should
(1) consider whether one of ordinary skill in the art can
readily and accurately determ ne the neaning and scope of the
cl ai med apparatus for inserting the

spread-apart |eadi ng-edge sheath in conbination with the bl ade

subassenbly , and (2) if not, enter a newrejection of reissue

8 For exanple, the verb “insert” nmay nean “[t]o put or set into,
bet ween, or anong,” whereas the preposition “onto” may nmean "[o]n top of:
upon.” Webster’s Il New Riverside University Dictionary, copyright © 1984 by
Houghton M fflin Conpany.
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clains 1-4 under the second paragraph of 35 U S.C. § 112.

(2) Does the addition to the specification at page

11, line 33 through page 12, line 4 violate the

prohi bition agai nst the introduction of new matter

into an application for reissue found in the first

par agraph of 35 U.S.C. § 251?

At page 1, line 33, of the specification, appellants have
added to the disclosure a reference to “alternative
enbodi ments” that include, inter alia, stanchions “of a type
known in the art” in place of the stanchion 52. In our
opinion, there is no support in the original patent disclosure
for such “alternative enbodiments.” 1In addition, we note that
appel l ants, of their own volition and w thout explanati on,
canceled a simlar addition to the specification of related
copendi ng rei ssue application SN 08/890, 263, thus raising the
guestion of whether appellants thensel ves consider this
addition to have proper support in the disclosure of the
original patent. Accordingly, the exam ner should (1)
carefully consider whether the addition in question conplies

with the reissue statute, and (2) if not, enter an objection

to the specification under 35 U S. C. § 251.
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To summari ze, the decision of the examner finally
rejecting clains 1-4 under 35 U. S.C. § 112, first paragraph,

is reversed.

The application is renmanded to the exam ner to consider
t he i ssues discussed above and to take appropriate action in
I ight thereof.

REVERSED and REMANDED

HARRI SON E. McCANDLI SH )
Seni or Adm nistrative Patent Judge )
)
)
) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS AND
Adm ni strative Patent Judge )
| NTERFERENCES
)
)
)
JOHN F. GONZALES )
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Adm ni strative Patent Judge

[ js/vsh
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Robert E. Cannusico, ESq.

Sei del, Gonda, Lavorgna & Mnaco P.C
Two Penn Center, Suite 1800

Phi | adel phia, PA 19102
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